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Domain names are the “human-friendly”
form of numeric Internet Protocol (IP)
addresses. They serve the function of

making it easier for Internet users to locate
computers and navigate the Internet. The
domain name system (DNS) is structured in a
hierarchical manner, with generic top-level
domains (gTLDs) and country code top-level
domains (ccTLDs) at the top. At present, seven
generic top-level domain names are in
operation. Three of these are not subject to any
restriction on the persons or entities that may
register names in them: .com, .net and .org. By
contrast, names in the other four gTLDs (.int,
.edu, .gov and .mil) can be registered only by
certain entities meeting specific criteria. New
gTLDs (.aero, .biz, .coop, .info, .museum,
.name and .pro) are expected to become
operational in the course of 2001. Each ccTLD
consists of a two-letter country code derived
from Standard 3166 of the International
Organization for Standardization (ISO 3166).
For example: .au (Australia), .br (Brazil), .fr
(France) and .za (South Africa). Furthermore,
the registration of “multilingual” domain
names has recently become possible, after
testing Chinese, Japanese and Korean.
However, the truly international nature of the
Internet makes it often difficult to resolve
potential conflicts and to find efficient and cost-
effective ways of fighting against abusive
behaviors and illegal content. In particular,
owners of intellectual property rights have
experienced considerable difficulties in recent
years in defending their interests on the
Internet. Furthermore, there has been an
increasing number of parasitical practices that
consist in registering domain names reflecting
well-known trademarks with a view to selling
such names to the trademark owners or to take

unfair advantage of the reputation attached to
these marks. 
Those practices (commonly known as
“cybersquatting”) led the World Intellectual
Property Organization (WIPO), on the proposal
of the government of the United States of
America, to undertake an extensive
international process of consultations. The
purpose of this process, which started in July

1998, was to make recommendations to the
Internet Corporation for Assigned Names and
Numbers (ICANN; www.icann.org) - the non-
profit entity that manages the Internet’s domain
name system - on the interrelations between
domain names and intellectual property rights.
The Final Report delivered by WIPO on April
30, 1999 concluded particularly that the
adoption of a uniform domain-name dispute-
resolution policy concerning abusive
registrations of domain names would greatly
improve the protection of intellectual property
rights in the .com, .net and .org top-level
domain names.
In October 1999, ICANN approved the final
text of the Uniform Domain Name Dispute
Resolution Policy (UDRP) and the
accompanying procedural Rules. The Policy,
which is largely modeled on recommendations
made in the WIPO Final Report, sets out the
legal framework for the resolution of disputes
between a domain name registrant and a third

party over the abusive registration and use of
an Internet domain name. The scope of the
administrative procedure is limited to cases of
bad faith registration of domain names that
violate trademark rights. The Policy applies
essentially to the generic top-level domains
.com, .net and .org, but it also governs disputes
involving a name registered in a ccTLD
provided that the registration agreement
relating to the domain name concerned
specifically incorporates the UDRP. This is the
case for a number of ccTLDs that have adopted
the Policy on a voluntary basis, such as .mx
(Mexico), .na (Namibia) and .ve (Venezuela).
All ICANN-accredited registrars that are
authorized to register domain names have
agreed to abide by the terms of the Policy and
to implement them. Further, UDRP is a
mandatory term in all registration agreements
between registrars and domain name
registrants. Therefore, any person or entity
wishing to register a domain name is required
to submit to the Policy. The procedure is
administered by dispute resolution service
providers accredited by ICANN. There are
currently four in operation: CPR Institute for
Dispute Resolution (www.cpradr.org),
eResolution (www.eresolution.ca), The
National Arbitration Forum
(www.arbforum.com), and the WIPO
Arbitration and Mediation Center (WIPO;
arbiter.wipo.int/domains/). 
The WIPO Center is headquartered in Geneva,
Switzerland, and acted as technical advisers to
the ICANN drafting committee in charge of
finalizing the Policy and the Rules. The Center,
which was the first provider to be accredited by
ICANN on November 29, 1999, is recognized
as the leading dispute resolution service
provider for challenges relating to abusive
registration and use of Internet domain names.
In comparison with the other accredited
providers, the Center’s caseload represented
approximately 65% of all ICANN proceedings
in 2000. In 4 out of 5 cases decided by WIPO
Administrative Panels, complainants have
prevailed, obtaining transfer of the domain
names in their favor. The WIPO Center also
provides domain name dispute resolution
services for a number of ccTLDs. 

The ICANN Policy
According to Paragraph 4(a) of the ICANN
Policy, a complainant invoking an abusive
domain name registration must prove that all
three following conditions are met:
(i) The domain name registered is identical or
confusingly similar to a trademark or service
mark in which the complainant has rights; and
(ii) The domain name registrant has no rights or
legitimate interests in respect of the domain
name in question; and
(iii) The domain name has been registered and
is being used in bad faith.
Therefore, the complainant must first
demonstrate that his mark is “identical or
confusingly similar” to the domain name in
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dispute. This issue is to be resolved by
comparing the trademark and the domain name
without regard to the circumstances under
which either may be used. The existence of
dissimilarities between the registered domain
name and the third party’s mark does not rule
out a finding of likelihood of confusion when
such dissimilarities do not alter the overall
impression left by the domain name. If the
overall impression suggests that the domain
name belongs to the complainant, consumer
confusion will result and the condition of
Paragraph 4(a)(i) will be met. For instance, the
domain name <alleymcbeal.com> was found to
be nearly identical and confusingly similar to
the domain name <allymcbeal.com> held by
Twentieth Century Fox Film Corporation. In
this case, the respondent had intentionally
chosen domain names that differed only by one
letter from established marks owned by third
parties with a view to attracting Internet users
who would slightly misspell the said marks
(Nat. Arb. Forum Case No. 96118).

Neither the addition of the generic top-level
domain name .com, .net or .org, nor the absence
of spacing between the terms is of any
relevance or legal significance. Indeed, the
deletion of space between words is imposed by
technical factors and common practice, and the
use of a gTLD is a requirement for any domain
name registrant, so that none of those
circumstances aims at identifying a specific
provider as a source of goods or services (see,
e.g., WIPO Case No. D2000-1000 concerning
the registered trademark “BRIDGET JONES”).
Likewise, several UDRP decisions made it
clear that the addition of geographical
designations, generic or descriptive terms, or
words designating the goods and services with
which the mark is used, does not alter the fact
that the domain name at issue can be
confusingly similar to the marks concerned
(see, e.g., WIPO Cases No. D2000-0189 and
No. D2000-1254).

Protecting The 
Name Of Celebrities

The names of celebrities have quite often been
used and registered as domain names by
cybersquatters, or simply fans wishing to pay a
tribute to their favorite stars. The issue was
raised therefore whether celebrities could claim
rights under the ICANN Policy although their
names had not been registered as trademarks. In
this respect, it has been accepted in a succession
of UDRP decisions that authors and performers
may have trademark rights in the names by

which they have become well-known. Authors
and performers can establish trademark rights
either by showing that they have registered
their names as marks for certain goods and
services, or because, by associating their names
with specific goods or services, they have
acquired unregistered “common law rights” to
protection against misleading use of their
names (see, e.g., WIPO Cases No. D2000-1838,
No. D2001-0121, No. D2001-0122 and No.
D2001-0123). Therefore, the key element is the
fact that the person concerned has become
renown and that his name constitutes an
indication of source in commerce (WIPO Case
No. D2001-0059).
The Jeannette Winterson case has been credited
with establishing the principle that common
law rights can arise in a proper name (WIPO
Case No. D2000-0235). Well-known author
Jeannette Winterson did not rely upon any
registered trademarks but on her common law
rights in her real name. Her contention was that
she had achieved international recognition for
the books she had published since 1985 in 21
countries, and that use of her name had come to
be recognized by the general public and
associated with works written and produced
exclusively by her. In a decision rendered on
May 22, 2000, the Administrative Panel stated
that the ICANN Rules do not require that the
complainant’s trademark be registered by
government authority or agency for such a right
to be recognized and protected under the

UDRP. The term “trademark” used in
Paragraph 4(a) of the Policy is therefore not to
be construed by reference to the criteria of
registration under any applicable state law, but
more broadly in terms of the distinctive features
of a person’s activities. In other words, akin to
common law rights to prevent unauthorised use
of a personal name.
The above considerations were reiterated a few
days later in the Julia Fiona Roberts case
(WIPO Case No. D2000-0210). On May 29,
2000, an Administrative Panel found indeed
that Julia Roberts, as a famous motion picture
actress of international renown, had acquired
common law trademark rights in her name. The
Panel considered therefore that registration of
her name as trademark or service mark was not
necessary since the Policy did not require that
Julia Roberts should have rights in a such
registered mark. 
Another interesting UDRP decision was
rendered on October 4, 2000 further to a
complaint filed by Isabelle Adjani (WIPO Case
No. D2000-0867 <isabelle-adjani.net>). The
famous French movie star relied on her rights in
her real name under which she had achieved
international recognition and acclaim. As a
resident of Geneva, Switzerland, Isabelle
Adjani also claimed a right to protection of her
name under the relevant provisions of the Swiss
Civil Code. The Panel looked at the applicable
laws and decisions of both Switzerland and
California - where the respondent had an
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address - in determining whether the
complainant had met the burden under
Paragraph 4(a)(i) of the Policy. Referring to the
Julia Roberts case, the Panel confirmed that
under the law of the United States it is possible
for a well-known actress to have common law
trademark rights in her name. Further, the Panel
found that Isabelle Adjani also had similar
rights in her real name under Swiss law.
Therefore, the condition of Paragraph 4(a)(i) of
the ICANN Policy was met and the dispute fell
within the scope of UDRP.

They are numerous other cases where it was
decided that the ICANN Policy affords
protection to celebrities whose name has
acquired, through use and publicity, the
distinctiveness necessary to give rise to rights
equating to unregistered trademarks. The list
includes movie star Nicole Kidman (WIPO
Case No. D2000-1415), a number of famous
musicians, recording and performing artists,
such as David Gilmour (WIPO Case No.
D2000-1459), Mick Jagger (Nat. Arb. Forum
Case No. 95261), Sade (WIPO Case No.
D2000-0794), Bruce Springsteen (WIPO Case
No. D2000-1532) and Sting (WIPO Case No.
D2000-0596), international tennis stars Serena
and Venus Williams (WIPO Case No. D2000-
1673), as well as other celebrities such as
Princess Diana (Nat. Arb. Forum Cases No.
95641 and 95645) and model Patricia Ford
(WIPO Case No. D2001-0059).

Absence Of Any Rights Or
Legitimate Interests

According to Paragraph 4(a)(ii), the
complainant must demonstrate that the domain
name registrant has no rights or legitimate
interests in respect of the domain name in
question. The mere assertion that the
respondent has no such rights or legitimate
interests does not constitute proof, although an
Administrative Panel remains free to make any
reasonable inferences it may consider
appropriate. Paragraph 4(c) of the ICANN
Policy sets out specific circumstances which, if
found by the Administrative Panel to be proved
based on its evaluation of the evidence
presented, can assist the domain name
registrant in demonstrating that he or she has
rights or legitimate interests in the domain
name for the purpose of Paragraph 4(a)(ii).
These circumstances, which are stated to be
non-exclusive, are the following : 
(i) before any notice of the dispute to the
domain name registrant, the registrant used or
made preparations to use the domain name, or a
corresponding name, in connection with a bona
fide offering of goods or services; or
(ii) the registrant has been commonly known by
the domain name, even if he has acquired no
trademark or service mark rights in this respect;
or 
(iii) the domain name registrant is making a
legitimate non-commercial or fair use of the
domain name, without intent for commercial
gain to misleadingly divert consumers or to
tarnish the trademark or service mark at issue. 
In a decision rendered on October 12, 2000 in
the Madonna case, an Administrative Panel
considered that trading intentionally on the
fame of a third party cannot constitute a bona
fide offering of goods or services within the
meaning of Paragraph 4(c)(i) (WIPO Case No.
D2000-0847). Furthermore, although a domain

name registrant can rely on a valid trademark
registration to show prior rights under the
Policy, a mere trademark registration is not
sufficient as such to demonstrate the existence
of a legitimate interest for the purpose of
Paragraph 4(a)(ii) of the ICANN Policy. In the
Madonna case, the respondent contended that
it had rights in the disputed domain name
because it had registered “MADONNA” as a
trademark in Tunisia prior to receiving notice of
the dispute. In the Administrative Panel’s view,
this element was however insufficient, in so far
as the overall circumstances of the case did not
evidence that the registration was obtained in
good faith with a view to making bona fide use
of the mark in the country where it was
registered, and not merely for the purpose of
circumventing the application of the Policy. 
On January 16, 2001, another WIPO
Administrative Panel rendered a decision
against a respondent who had registered the
domain names <homealone2dvd.com> and
<planetoftheapesdvd> (WIPO Case No.
D2000-1355). The case related to the successful
motion pictures Home Alone 2 and Planet of
the Apes, both produced by Twentieth Century
Fox Film Corporation. These films have been
widely distributed and advertised on an
international scale and are the subject of
various US and foreign trademark registrations
that predated the domain names in dispute. One
of the methods of film promotion used by
Twentieth Century Fox Film Corporation is the
development of websites using domain names
that consist of the movie title followed by
“dvd.com” (as, for example, <dieharddvd.com>
and <annaandthekingdvd.com>). Since, on the
one hand, the respondent only registered
domain names in the format corresponding to
the above practice and, on the other hand,
Twentieth Century Fox Corporation is the only
major motion picture studio using this format,
the Panel considered that the respondent could
not claim bona fide use of the disputed domain
names and that its conduct typically qualified as
cybersquatting.  
In the above mentioned Julia Roberts case, the
Administrative Panel considered that the
domain name registrant had no rights or
legitimate interest in the domain name
<juliaroberts.com> because he had no
relationship with or permission from the
complainant for the use of her name.
Furthermore, Julia Roberts had already been
featured in a large number of motion pictures
and had acquired common law trademark rights
in her name when the disputed domain name
was registered. The Panel found therefore that
the registrant had failed to demonstrate any of
the circumstances provided for in Paragraph
4(c) of the ICANN Policy. In the Isabelle
Adjani case, the Panel also considered that
evidence of absence of any rights or legitimate
interest in the domain name at issue resulted
particularly from the fact that the French actress
had not licensed or otherwise permitted the
domain name registrant to use her name or to
apply for or use any domain name

Serena Williams
One of the registered names resolved by the World Intellectual Property Organization
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incorporating her real name. Although a
different opinion was expressed in this respect
in a procedure initiated at the request of well-
known recording artist and composer Bruce
Springsteen (WIPO Case No. D2000-1532 – in
this case the Panel considered indeed that the
absence of any relationship or permission was
“simply irrelevant”), this opinion does not seem
to have been upheld in subsequent UDRP
decisions and has therefore remained an
isolated instance in UDRP practice. 
As regards Paragraph 4(c)(iii) of the Policy, the
Panel in the Bruce Springsteen case held that
one could hardly see how the registration of the
domain name at issue could be “misleading” in
its diversion of consumers to the respondent’s
website, since an Internet search using the word
“Bruce Springsteen” gave rise to thousands of
hits. The Administrative Panel considered that
it was “perfectly apparent to any Internet user”
that not all of those hits were official or
authorized websites. In the circumstances, it
was hard therefore to infer from the conduct of
the domain name registrant an intent, for
commercial gain, to misleadingly divert
consumers. By contrast, the use of minor
spelling discrepancies to entrap Internet users
onto sites which have absolutely no connection
whatsoever with the name or mark of the
complainant may very well fall within the
scope of Paragraph 4(c)(iii).

Bad Faith 
Registration and Use

Paragraph 4(a)(iii) of the ICANN Policy
requires that the domain name in dispute must
have been registered and used in bad faith. Both
requirements are to be met. Evidence of bad
faith registration and use can derive in
particular from any of the circumstances
described in Paragraph 4(b) of the Policy, i.e.:
(i) Any circumstances indicating that the
domain name was registered or acquired
primarily for the purpose of selling, renting, or
otherwise transferring the domain name
registration to the owner of the trademark or
service mark or to one of his competitors, for
valuable consideration in excess of the
registrant’s out-of-pocket costs directly related
to the domain name; or
(ii) The domain name was registered in order to
prevent the complainant from reflecting his
trademark or service mark in a corresponding
domain name, provided that the registrant has
engaged in a pattern of such conduct; or 
(iii) The domain name was registered primarily
for the purpose of disrupting the business of a
competitor; or 
(iv) By using the domain name, the registrant
intentionally attempted to attract, for financial
gain, Internet users to his website or other on-
line location, by creating a likelihood of
confusion with the complainant’s mark as to the
source, sponsorship, affiliation, or endorsement
of the registrant’s website or location or of a
product or service on such website or location.

The above examples are not exhaustive and
complainants may therefore rely on other
circumstances that demonstrate registration and
use of a domain name in bad faith. In particular,
inaction (i.e., passive holding) of a domain
name can amount to bad faith use. Indeed, the
word “use” in this context does not require any
positive act on the part of the registrant, such as
an offer to sell the domain name for a profit or
putting up the domain name for auction. As
pointed out by an Administrative Panel in the
Alain Delon Diffusion S.A. case, passive
holding can also prevent a trademark or service
mark owner from reflecting his mark in a
corresponding domain name (WIPO Case No.
D2000-0989; see also, e.g., WIPO Cases No.
D2000-0400, No. D2000-0487, No. D2000-
0867 and No. D2000-1245). A complainant will
therefore be prevented from reflecting his mark
in a corresponding domain name as soon as he
is unable to secure the straightforward gTLD
registration for his name as correctly spelled. 
Standing alone, an offer to sell a domain name
in response to a demand from another party
does not constitute evidence of bad faith within

the meaning of the ICANN Policy. However,
the fact that domain name owners may
legitimately and in good faith sell domain
names does not imply a right in such owners to
sell domain names that are identical or
confusingly similar to trademarks of others
without their consent. Furthermore, registering
a domain name with the clear intention of
extracting large sums of money from a third
party or placing the domain name up for
auction, typically constitutes evidence of bad
faith, in particular when considered in
conjunction with a pattern of registrations. In
addition, one can reasonably infer that the
domain name in dispute was registered for the
purpose of selling it for valuable consideration
if the registrant was aware of the commercial
value of the complainant’s mark when he
registered the said domain name (see, e.g.,
UDRP decisions in above mentioned Julia
Roberts, Madonna, Serena and Venus
Williams cases).
Determining whether the domain name
registrant has engaged in a “pattern of conduct”
within the meaning of Paragraph 4(b)(ii) will
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depend on the circumstances of the case. There
is little doubt in this respect that the registration
of thousands of domain names constitutes a
pattern of conduct (see WIPO Case No D2000-
0716, Universal City Studios, Inc. v.
HarperStephens, where the respondent had
registered 14,666 domain names). In a similar
case, an Administrative Panel considered that
the registration of over one hundred domain
names including the mark “Harry Potter” also
constituted a pattern of conduct (WIPO Case
No D2000-1254, Time Warner
Entertainment Company v.
HarperStephens). However, there are
examples where a much more limited number
of domain name registrations was held
sufficient for the purpose of Paragraph 4(b)(ii),
as for instance thirteen domain names in WIPO
Case D2000-0034 and even four domain names
in WIPO Case No. D2000-0062.

As regards Paragraph 4(b)(iv), the
Administrative Panel in the Celine Dion case
ruled that it was particularly likely that an
address which was the proper spelling of an
artist’s name in the .com gTLD would be
considered by some Internet users as pointing
to an official website, thereby creating
confusion with the mark of the complainant
(WIPO Case No. D2000-1838). Furthermore,
inserting a disclaimer on a website was not
considered sufficient in the above mentioned
Madonna case to avoid a finding of bad faith
because such disclaimer does not prevent initial
confusion and may be ignored or
misunderstood by Internet users.

The UDRP Process
The main advantage of the ICANN
administrative procedure is that it typically
provides a faster and cheaper way to resolve
disputes related to domain name registration
than filing a lawsuit with ordinary state courts.
The ICANN proceedings are indeed
remarkably quick, simple and inexpensive as
compared to traditional litigation.
Administrative Panels must forward their
decisions to the dispute resolution service
provider within two weeks of their
appointment, and the entire proceeding should
normally take no more than two months from
start to finish. Furthermore, the procedure is
conducted to a large extent on-line and is
considerably less formal than ordinary court
proceedings. 
Another significant advantage of UDRP
proceedings is that the dispute resolution
service provider will directly take the necessary
steps to make sure that the respondent is given

actual notice of the complaint. As a
consequence, complainants do not need to
worry about finding and tracking down
registrants. In addition, decision-makers are
selected on the basis of their experience in the
areas of international trademark law, electronic
commerce and other Internet-related issues.
Finally, the procedure is truly international in
scope: it provides a single mechanism
applicable worldwide for resolving domain
name disputes regardless of where the registrar,
the registrant and the complainant are located. 
The ICANN mandatory administrative
proceeding does however not prevent either the
domain name registrant or the third party
complainant from submitting the dispute to a
court of competent jurisdiction, either before
the administrative proceeding is commenced or
after it is concluded. Any party who is not
satisfied with the decision rendered by an
Administrative Panel can therefore bring a
claim before ordinary state courts. According to
Paragraph 4(k) of the Policy, an unsuccessful
respondent may particularly challenge any
UDRP decision and freeze its implementation
by going to court. In this case, the respondent
must submit to the concerned registrar official
documentation (such as a copy of the
complaint, file-stamped by the court) showing
that court proceedings have been initiated
against the complainant. In addition, disputes
not falling within the scope of the ICANN
Policy, for instance because they does not
satisfy the abusive domain name criteria, may
nevertheless be brought before any competent
court or arbitral tribunal.
The role of the dispute resolution service
provider is to administer the proceedings,
which includes verifying that the complaint
satisfies the formal requirements of the ICANN
Policy and Rules as well as the provider’s
supplemental rules, checking the respondent’s
details, notifying the complaint to the
respondent, sending out case-related
notifications, appointing the Administrative
Panel and otherwise ensuring that the
administrative procedure runs smoothly and
expeditiously. The provider will administer the
proceeding in accordance with its own
supplementary rules addressing such matters as
fees, word and page limits, as well as guidelines
and means for communicating with the
provider and the Panel. The provider does not
decide the dispute between the parties and must
remain independent and impartial.
The Administrative Procedure is initiated with
the submission of the complaint to an ICANN-
accredited dispute resolution service provider.
The complainant is free to select any of the
above mentioned accredited providers.
Although there are a few minor differences in
the ways in which the four accredited providers
administer the UDRP, the basic procedure is
quite similar. The complaint must comply with
the requirements specified in the ICANN Rules
and in the provider’s supplemental rules. The
information that must be included in the

complaint can be found in Paragraph 3 of the
ICANN Rules. The complaint may relate to
more than one domain name, provided that the
domain names are held by the same registrant.
The complainant is responsible for paying the
total fees, in accordance with the provider’s
supplemental rules. The respondent will
however have to share in the fees if he elects to
have the dispute decided by a three-member
Panel while the complainant has chosen a
single panelist. In exceptional circumstances,
for example if an in-person hearing is held,
either the Panel or the provider may ask the
parties to make additional payments to defray
the costs of the administrative procedure.
Depending on the provider, the fees for a case
involving one domain name range from US$
950 to US$ 4,000 if the dispute is to be decided
by a single panelist, and from US$ 2,500 to
US$ 9,000 for a three-member Administrative
Panel. 

The respondent will be invited to submit a
response to the accredited provider within 20
days of the date of the commencement of the
proceedings, that is the date on which the
provider forwards the complaint to the
respondent. The respondent will be considered
in default if he does not file any response within
the prescribed time limit, and the dispute will
then be decided on the basis of the complaint
and any available information. The Panel may
also draw inferences adverse to the respondent
from the latter’s failure to submit a timely
response. However, the absence of any reply
from the respondent does not mean that the
complainant will automatically succeed; the
Administrative Panel should nevertheless
verify that the relevant conditions of the
ICANN Policy are actually met. 
Both the complaint and the response must be
filed in hardcopy and in electronic format. In
order to facilitate electronic filing, model forms
of complaint and response are available on the
websites of the dispute resolution service
providers. The parties can also consult filing
guidelines on-line as a checklist of elements to
include in a complaint or a response. Because
the UDRP proceedings generally require only
one filing from each side, parties are well
advised to submit detailed complaints and
responses so that all relevant facts and
arguments are communicated to the Panel in the
initial submissions.
The Panel will conduct the proceeding in
accordance with provisions of the ICANN
Policy and Rules. The parties must be treated
equally and be given a fair opportunity to
present their case. The Panel will make findings
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of fact as best as it can based on the evidence
presented by the parties. In practice, they are
only a few genuine disputes of material fact, but
there may be circumstances where, due to the
inherent limitations of the ICANN dispute
resolution process - particularly in complex
situations where, for instance, the domain name
in dispute is only one of several other issues to
be decided - it may be more appropriate to
submit the dispute to ordinary courts. 
As a rule, however, the mere existence of a
genuine dispute of fact should not prevent
UDRP Panels from weighing the evidence and
reaching a decision. Due to the specific nature
of the ICANN administrative procedure, the
appropriate standard of proof for fact finding
should be the civil standard of “preponderance
of the evidence” rather than the higher standard
of a “clear and convincing evidence” or
“evidence beyond a reasonable doubt.” Under
the preponderance of the evidence standard, a
fact is considered proved for the purpose of
reaching a decision when it appears more likely
than not to be true based on the evidence
available (See WIPO Case No. D2000-0847).
As regards the law applicable, Paragraph 15(a)
of the ICANN Rules provides that URDP
disputes are to be decided in accordance with
the provisions of the ICANN Policy and Rules,
and of any applicable rules and principles of
law. In particular, Administrative Panels can
look at applicable decisions and laws of the
country where the parties are located if it can
assist in determining whether the complainant
has met the burden under Paragraph 4(a) of the
Policy.
Administrative Panels should be appointed by
the selected dispute resolution service provider
within five calendar days following the filing of
the response, or following the expiration of the
above mentioned 20-day time limit if no
response is filed. A Panel is composed of one or
three persons who must be independent of the
accredited provider, of the concerned registrar
and of the parties.

Paragraph 13 of the ICANN Rules makes it
clear that there shall be no in-person hearings
(including hearings held by teleconference,
videoconference, and web conference), unless
the Administrative Panel considers, in
exceptional circumstances and in its sole
discretion, that a hearing is necessary for
deciding the dispute. 
The remedies available to UDRP Panels are
limited to requiring the cancellation of the
registration, or the transfer of the domain name
to the complainant. Where an Administrative
Panel decides in favor of the domain name

holder, these remedies will be denied. No
money judgments or attorneys’ fees may
therefore be awarded under the ICANN Policy
and Rules.
Administrative Panels are required to issue
their decisions in writing and to provide the
reasons that explain the basis for their
conclusions. Although Panels are not strictly
bound to follow the rulings of earlier UDRP
decisions, they should nevertheless ensure
consistency in such decisions. Consistency is
indeed important to earn the confidence of the
parties in the process. Therefore, where relevant
precedent exists, subsequent Panels should
either follow the precedent or, if they disagree,
provide detailed reasoning to explain why they
decline to follow the particular ruling.
The registrar concerned will be invited to
implement the decision if it has been decided
that the domain name in question should be
cancelled or transferred. Each registrar has
established its own policies and guidelines
concerning the transfer or cancellation of a
domain name registration pursuant to an
Administrative Panel’s decision. The role of the

registrar in the administrative proceeding is
very limited; indeed, the registrar does not
participate in the administration and conduct of
the proceedings, but it must provide
information requested by the dispute resolution
service provider, including confirming that the
disputed domain name is registered with it by
the person or entity identified as the respondent
in the complaint, providing the respondent’s
contact details and, when necessary, the
registration agreement and associated
documents. The registrar must also prevent any
transfer of domain name registration after an
administrative proceeding has commenced. 
According to Paragraph 4(k) of the Policy, the
registrar is required to implement the Panel’s
decision within 10 business days of notification
of the decision by the dispute resolution service
provider, except if the registrar receives
information from the domain name registrant in
that period that the latter is challenging the
decision before a court of competent
jurisdiction. In this case, the concerned registrar
will take no further action until it receives (a)
satisfactory evidence of a resolution of the
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dispute between the parties, or (b) satisfactory
evidence that the registrant’s lawsuit has been
dismissed or withdrawn, or (c) a copy of a court
order determining the rights of the parties as to
the disposition of the domain name. A court of
competent jurisdiction for the purpose of
Paragraph 4(k) is a court at the location of
either (a) the principal office of the registrar
(provided that the domain name holder has
submitted in the registration agreement to that
jurisdiction) or (b) the registrant’s address as
shown in the registrar’s Whois database at the
time the complaint is submitted to the disputes
resolution service provider.

Except where an Administrative Panel decides
otherwise in exceptional circumstances, all
UDRP decisions are published in full over the
Internet by ICANN and the dispute resolution
service provider that has administered the
proceedings. In addition, as soon as any
administrative procedure is commenced ICANN
publishes the following case-related information
on its website: the domain name(s) at issue, the
date of the formal commencement of the
administrative proceeding, the dispute resolution
service provider selected by the complainant and
the case number assigned by that provider.

A Model For The Future?
Although the ICANN dispute resolution system
was launched less than 18 months ago, its rapid
and remarkable success has already achieved
international recognition. With over 3,400
proceedings initiated in relation to more than
6,000 domain names, the system has proved to
be an efficient and modern tool, particularly
well suited for the on-line resolution of
Internet-related issues. The process is simple,
easy to understand and to apply, and governed
by bright line, straightforward rules.
Of course, not all cases fit the model. Sharp
factual disputes requiring discovery, hearing of
witnesses or expert opinions, should preferably
be submitted to ordinary courts or arbitration.
Likewise, cases outside the scope of the Policy,
such as traditional trademark infringement

claims, disputes related to geographic
indications (as, for example, Barcelona.com), or
claims for damages, must be resolved in court.
However, ordinary legal systems are usually
considered too expensive and time-consuming.
Furthermore, parties to proceedings involving
Internet-related issues are quite often
confronted with limited experience and
knowledge of the court in this respect, not to
mention the traditional jurisdiction and
enforcement difficulties that are inherent in the
international nature of this kind of disputes.
There is therefore a real need for efficient
alternative dispute resolution systems that
would apply uniformly to all parties worldwide
and could overcome the well-known drawbacks
of ordinary court proceedings. ICANN’s
innovative process appears therefore as a
particularly attractive option that could serve as
a model for a wide variety of Internet-related
disputes, such as complaints arising out of on-
line auctions, e-commerce transactions and
B2B breaches of contract, particularly when
rapid relief is sought by the complainant. 
This article has been written for The Business
of Film by Patrice Aubry, attorney at law in
Geneva, Switzerland. Patrice Aubry is a
member of the Geneva and Swiss Bar
Association. His main fields of practice and
interest are international contractual and
commercial law, entertainment law, intellectual
property, litigation and arbitration. E-mail:
paubry@geneva-link.ch
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Patrice Aubrey

This article has been written exclusively
for The Business Of Film by Patrice Aubry
attorney-at-law in Geneva Switzerland. 
He is a member of the Geneva and Swiss
Bar Associations. His main fields of
practice and interest are international
contractual and commerical law,
entertainment law, intellectual property,
litigation and arbitration.
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